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6) Thaler v Commissioner of Patents [2021] FCA 879.
THE COURT ORDERS THAT:
1. The determination of the Deputy Commissioner of Patents made on 9 February 2021
to treat patent application no. 2019363177 as lapsed be set aside.
2. The determination of the Deputy Commissioner that s 15(1) of the Patents Act 1990
(Cth) is inconsistent with an artificial intelligence system or device being treated as an
inventor be set aside.
3. The matter as to whether patent application no. 2019363177 satisfies the formalities
under the Patents Regulations 1991 (Cth) and its examination be remitted to the Deputy
Commissioner to be determined according to law in accordance with these reasons.
4. There be liberty given to either party within 14 days of the date of these orders to
apply to supplement orders 1 to 3 by declaration(s) if thought necessary.

5. There be no order as to costs.
Note: Entry of orders is dealt with in Rule 39.32 of the Federal Court Rules 2011.
7) 2 An artificial intelligence system, which has been described as a device for the

autonomous bootstrapping of unified sentience (DABUS), was named as the inventor by
Dr Thaler. But it has been determined by the Deputy Commissioner that such a system
could not be an inventor.(&Zdo]& 2)

8) EP 3 564 144 (e 7|8)8ko|| 7]u13t ZatAE AZ 27] FOOD CONTAINER) : 34 &1 238
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9) o]FA, Al HE, 2021 48-499.

10) Otsuka Pharmaceutical Co Ltd v Generic Health Pty Ltd (No 2) (2016) 120 IPR 431.

11) 21 Artificial neural networks are based on mathematical modelling designed to mimic
natural neural networks. In humans this is constituted by billions of neurons linked by a
complex network, with intelligence produced as a result of the interconnections between
neurons. The input of one neuron consists of the output signals of other neurons. That
input neuron may then be fired, producing output signals which are then the input
signals for other neurons, and so on. The pattern of the cascading firing of numerous
neurons is non-linear. I described part of the mechanism in Otsuka Pharmaceutical Co
Ltd v Generic Health Pty Ltd (No 2) (2016) 120 IPR 431; [2016] FCAFC 111 in the following
terms (at [135] to [138]):

12) The transmission of nerve impulses takes place by means of specific chemical agents called
“neurotransmitters™ . This transmission occurs in the brain, other parts of the central nervous
system and the peripheral nervous system. Transmission within the peripheral nervous system is
important for everyday processes without which a human could not survive, eg breathing, heartbeat,
movement and generally every important bodily function. This transmission is coordinated by electrical
signals (nerve impulses) to and from the central nervous system in which the brain and spinal cord
are key components. In addition to coordinating these everyday functions, the central nervous
system subsumes other roles such as thinking (cognition) and feeling (emotion).
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13) Neurotransmission is the process by which small molecules (neurotransmitters) transmit signals
(electrical impulses) from one neuron to the next. Neurotransmission takes place at a “synapse” ,
ie where two axons (ie neurons) are in close proximity but not touching one another. These are the
sites of communication between neurons in the central nervous system. The gap between the two
adjacent neurons is the “synaptic cleft”™ or *“synaptic gap™ . It is across this gap that impulses
are transmitted by the use of specialised chemicals known as neurotransmitters. When the nerve
impulses arrive at a synapse, neurotransmitters are released, which in turn can influence another
neuron, either by inhibitory or excitatory impulses. Further, the receiving neuron may “on-transmit”
to many other neurons which then influence these neurons and so on. The neurotransmitters are
released by a “presynaptic neuron™ which bind to and activate “receptors™

14) Neurotransmission occurs when an action potential (ie an electrical impulse) is initiated in a neuron
and arrives at the nerve terminal of the pre-synaptic neuron. The mechanism of the action potential
is a function of the electrical potential across part of the neuron, being the axon. It involves
“travelling™ switching polarity across the membrane of the axon in one direction only mediated by
the action of the opening and closing of voltage gated ion channels. The action potential or electrical
impulse when it arrives at the nerve terminal causes the release of chemical neurotransmitters.
Neurotransmission then takes place, but in one direction, ie from the pre-synaptic cell to the



post—synaptic cell. When neurotransmitters bind to their receptors on the postsynaptic neuron this
may result in short term changes, such as changes in the membrane potential (ie the electrical
charge contained by that postsynaptic neuron) called a postsynaptic potential; this may trigger a
further action potential.

15) Neurons are arranged in the form of networks (neural networks) through which signals can travel.
Information arrives at each neuron from many others. The human brain has approximately 100 billion
neurons which make about 100 trillion synapses. Information is transferred in the brain, and signals
are propagated throughout the body, by way of nerve impulses. Signals are sent to and from the
central nervous system by efferent (ie conducting away) and afferent (ie conducting to) neurons in
order to coordinate functions essential for survival.

16) 22 Artificial neural networks in their software structure and in their mathematical
elements roughly model natural neural networks. They are a more sophisticated form of
machine learning. A simple example is an object recognition system that might be fed
thousands of labelled images of a particular item so as to then find visual patterns in
the images that consistently correlate with particular labels.

17) Thaler v The Comptroller-General of Patents, Designs and Trade Marks [2020] EWHC
2412(Pat).
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19) 12

18) okdle] Yz Fgakol girk.

First, that position confuses the question of ownership and control of a patentable

invention including who can be a patentee, on the one hand, with the question of who
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can be an inventor, on the other hand. Only a human or other legal person can be an
owner, controller or patentee. That of course includes an inventor who is a human. But
it is a fallacy to argue from this that an inventor can only be a human. An inventor
may be an artificial intelligence system, but in such a circumstance could not be the
owner, controller or patentee of the patentable invention.

20) 13 Second, on the Commissioner’s logic, if you had a patentable invention but no
human inventor, you could not apply for a patent. So by employing the Commissioner’s
device of using a procedural requirement in a subordinate instrument, you would
substantively preclude the possibility of a patent grant for that invention. Nothing in the
Act justifies such a result. And it is the antithesis of the s 2A object.

21) PMT Partners Pty Ltd (in ligQ) v Australian National Parks & Wildlife Service (1995) 184
CLR 301 at 310 per Brennan CJ, Gaudron and McHugh JJ.

22) 14 Third, in my view the Commissioner has not kept faith with the tenet that “[ilt is
also of fundamental importance that limitations and qualifications are not read into a
statutory definition unless clearly required by its terms or its context, as for example if
it is necessary to give effect to the evident purpose of the Act” (PMT Partners Pty Ltd (in
lig9g v Australian National Parks & Wildlife Service (1995) 184 CLR 301 at 310 per Brennan
CJ, Gaudron and McHugh JI). Indeed the evident purpose of the Act, a proxy for which is
s 2A, is at odds with the unreality of persisting with the notion that artificial intelligence
systems cannot be inventors.

-11 -
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23) Dodson v Grew(1767) Wilm 272 at 278; 97 ER 106 at 108 per Wilmot CJ.

24) Towne v Eisner, 245 US 418, 425 (1918).

25) 15 Fourth, much of the Commissioner's argument descended into dictionary
definitions of “inventor”. But more is required of me than mere resort to old millennium
usages of that word. If words are only “pictures of ideas upon paper’ (Dodson v Grew
(1767) Wilm 272 at 278; 97 ER 106 at 108 per Wilmot CJ) and if, as Holmes J described it,
they are not “crystalls], transparent and unchanged, [but] the skin of a living thought
and may vary greatly in colour and content according to the circumstances and the time
in which [they] are used” (Towne v Eisner, 245 US 418, 425 (1918)), I need to grapple
with the underlying idea, recognising the evolving nature of patentable inventions and
their creators. We are both created and create. Why cannot our own creations also
create?
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Fe uAe AL oty HA, Iy o] WAool tghRAQ I =9E
A ttE FolAd FAL 7MKL AEFHoR AHE FaAdL Ut
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1. A

20213 79 AAFN(FEUQEE X3 AA FL (practical application)Z}
T E3AAH S 8t
n]= A A A (CAFC) S 28 thate] ot E3 2 244 (patent

uh glek

eligibility)& 33t eh

old #TTH HE Hol shEA FIHAE FTEIHY UL o] dig A

HARY S AASAT Y EPO7E thi2s &0l diste] AZZAS & A= vzt
Aojtt U @A7A] EPO, PO ¥ USPTO= EF AP ¥HAp7 2 4 glok= A
gde Zol o ol B EF AHIPE Adlelofor dre a7 7z

s olth. Thalerd] DABUS Al Al2dle] Fastints E529e 5% AYAYL

EPOE 2940] A8 WA 1A% ohyet Algololol Gtk W olf®
A 294 dgeiel EARAHL Aok ARIA BPOL TEAIE fol9 ofgr

B9, Thalers o 2ol & TRt BP0 FaRi
20219 69 219 S-S5z EBPC) A60Z0] e ESEYolH dHaE WA %

6) lllumina, Inc v Premaitha Health Plc [2017] EWHC 2930.

27) Ariosa Diagnostics, Inc v Sequenom, Inc (Sequeno 2021).

28) Ariosa Diagnostics, Inc. v. Sequenom , Inc. 788 F.3d 1371 (Fed. Cir. 2015).

9) UKIPO Decision: BL 0/741/19, Appeal No: CH-2019-000339

0) Thaler v The Comptroller-General of Patents, Designs And Trade Marks [2020] EWHC
2412 (Pat)

31) EP3564144, F3305 Communication of the Board of Appeal (ex parte/ inter partes) (June
21, 2021); EP3563896, F3305 Communication of the Board of Appeal (ex parte/ inter
partes) (June 21, 2021)
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1988 F= A2, HA, S3FAHCDPA) * ol AFAT A2

J9d S35 ofoltjolE E o= MAloltt. ml= AXHAH (The United States
Copyright Office)> F=3 W& HES Fdth. v= AZEAL 19739 ols, Azt
294 (human authorship policy)ol2tal 3dFef QIZke] A&fshA] 2 A#Ee HS
S dAFsHAl ¥ Stk IER ulm AFAH osiMe EFAsol AT =
ofolut QFAse] A" FHEHAE T Ifo| AW Hafido]l HA e
oo vl AZEAe AAALEET O HACAM dEAse] dxte Al &
o= AL MzolA mtyjAo|th(In P as well as many other areas of the law, the
phenomenon of Al stepping into the shoes of people promises to be profoundly
disruptive.)2tal HEof QIZto] obd QIFA = AAAY AFo| F+= Ao diet A

A9l Az BHA At v AJPLHAE ol ANAYY YW 2

33) AABH2020), “QAFAS(AD A=fo] tfgt Es|HZ o], =R AAAATY [P Focus A
2020-10%
34) 9= 19884 "AZ4, t]ARel, EFETH(CDPA)'S AZAM AFAAAES AR 2 58 H
oty F= AAA ] FEE YHH o] FHHL 9] oS FUA AR, HARIEIE, &
S-S She] A AAAPHA AR SRt Holrt
35) https://www. wipo. mt/vuoo maga me/en/2019 O6/art1cle 0002.html.
: 2 0

37) o] A}Zﬂ © 01_‘?—_14]/\]0]- Lo A9 Yxol7} MuE AL AFFHCSFE, Naruto v David John Slater et
al Case: 16-15469, 04/13/2018. &x.
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38) BAFsLE], "ATHEIEE LA L 72a 7o v LEEME", 7 b 7048245, 2017 12W.

39) BHEEAT], "A THIEER AL 722> 7 v LFEEME", T F 70525, 2017 139.

40) BAEREAE], "ATHIGER EAH L 22 v 7o v EFEEHE", 7 | 70825, 2017 139.

41) AZFEHArO] olz 7183 “olTX]X(Al; Artificial Intelligence) X&-&Eof 3t H2EZ A B
I7VsA Sddiska WA, 2748 3% (2016); R4S TQEAS AR AAE AA-AZE
Ak AZR} ke A0 2= AEZFY 193 33(2020) 71-113HGI TR S FAEL B3 L 3}y
HIRES dEoiAte Aol vhed], "AFTA 5 o] &3 Ayt AEo] B Qo Ht vy
&, Fehrlebd 1098 12(2019) 95-122%: £5-9 A3 s FES] AFd BE7, JHHE
208 A3%(2016); Algdt, “AeA s T R VK] HEH HE" A 392201749 B2%); H=9,
RAFA ol ot A&E o]§ I A gt M FES} AAET HAATE 512(2016) o] U=

42) BAPELE], "A THIED LA L 220y 7 v LEER, T b 70825, 2017 149,

43) IAF, "GEAA Y AFA s ARE e AREEAL =9 F3F, WA+ 554 (2018).
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45) &=, "AFAS(AL Artificial Intelligence) Z2tEol tiet AXEEA Y Ba7bs4:, Faieha
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STATUTES

35 1L.5.C. § 100(F) provides:

The term “inventor™ means the individual or. if a joint invention. the individuals
collectively who invented or discoverad the subject matter of the invention.

35 U.S.C. § 100(g) provides;

The terms “joint inventor” and "coinventor” mean any | of the individuals who invented
or discovered the subject matter of a joint invention.

35 U.S.C. § 101 provides:
Whoever invents or discovers anv new and useful process, machine, manufacture, or

composition of matter, or any new and useful improvement thereof, may obtain a paient
therefor, subject to the conditions and requirements of this title.

Ao #H WHHAA AT £+ e AAH YA EA HE A
Individual ©]gt= ©@o] 9] A ojtt. USPTOE AEAoZ HUE oFE glo]

o] 7] A Individual ©]2t= ©ole] ojm|= <QIZtolatal of A sl gkt

-

35 LLS.C. § 115(a) provides:

An application for patent that is filed under section 111{a) or commences the national stage
under section 371 shall include, or be amended to include, the name of the inventor for
any invention claimed in the application. Except as otherwise provided in this section, each
individual who is the inventor or a joint inventor of a claimed invention in an application
for patent shall execute an oath or declaration in connection with the application

35 U.K.C. § 115(b) provides, in pertinent part:
An oath or declaration under subsection (a) shall contain statements that. .. such individual
believes himself or herself to be the original inventor or an original joint inventor of a
claimed invention in the application.

IS5 US.C.§ 115(h) 1) provides. in pertinent part:

Any person making a statement required under this section may withdraw, replace, or
otherwise correct the statement at any time.

et &2 #AxFY sl A= Individual o]zt ©olo] Snj=

L.

zroletm S|4t Aol nF B8Rl AAA Ao gsitts Aol

20209 44 2290l vl= EAHL old SHA AZEAHS SHATY 1

=
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46) USPTO In re Application of Application No.: 16/524,350

47) Thaler v. lancu, et al., 1:20-cv-00903 D.I. 1 (E.D. Va. Aug. 6, 2020).

48) 16/524,350, Decision on Petition (July 29, 2019).

49) Thaler v. lancu, et al., 1:20-cv-00903 D.I. 33 (E.D. Va. April 6, 2021).

50) Beech Aircraft Corp. v. EDO Corp., 990 F.2d 1237, 1248 (Fed. Cir. 1993) (“only natural
persons can be ‘inventors’”), Burroughs Wellcome Co. v. Barr Labs., Inc., 40 F.3d 1223,
1227-28 (Fed. Cir. 1994) (finding that conception is a “‘mental act” that must be
performed by a natural person), Univ. of Utah v. Max-Planck-Gesellschaft Zur Forderung
Der Wissenschaften, 734 F.3d 1315 (2013) (It is axiomatic that inventors are the
individuals that conceive of the invention.”); see also MPEP § 2109.

51) AFAYS 21-2347.
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52) Public Views on Artificial Intelligence and Intellectual Property Policy.

53) https://www.uspto.gov/sites/default/files/documents/USPTO_AI-Report_2020-10-07.pdf

54) 2y AFAANA = et =AU A =27t ot BH FH S = Freedman, David
H., Hunting for New Drugs with Al, Nature 576, S49-S53 (2019) [doi:
https://doi.org/10.1038/d41586-019-03846-0]

-23-



= AI7b

A A st A

HA dAe] o

s

7] w&eltt.

o?

Alel st=

el
=

input

)}

}

o
=0

[e)

A4 o

oW

__HH
Nm

IH

oW

4 Feel o

=
=

B4 ol Gl

u}
=

3]

1))
o

pil

off
T

,mo
=

G

AEE AR T

<
L

o 18] 7ol W

AlA 1= &9ol vls AA ]

==
=

|

=
=

£9

Ae AL o

ar
[e]

A7 o

Helou 2021. 12. 24.

W

or
oI
nH

w
ol

i

r
Hlo

22 [ dorE

—

~H
&

il

42

o

il

k!

A4

oF

<]

~

o

G

o

—_

o

oy

i

Ay

b

o

w

=

)

ol

=1

o

<]

o
oo
o7 ﬂu.u
- ﬂAI_|
wox

Xjo
/m .o
SRt

oy
S5
o= ™ A
Semamq
Hwom,mqo,l_l
o= M0
R
—E NN
REx o
ENLICE
~ U
By R
S o™ m
Lot ©
LO O L0 Lo

-4 -



AL (R
T (21. 7.
AJ59) 28.)
H 2] Y c t
our
ol = ©
I & & ) g
A v
W 9] o o Appeal | R € g<dd" | &dd | &4
=it o] o - o] ol o o | s o
1‘11_4_-1;‘4_- o (2021 UK = o vE B u= g\ T E BA
o 5| (20211 (2021189 & °
Azp, | % 2|72l
712%).
A Frd Frd|FaA
oA AP | APYE | AP

Jolzel b gsls Es30e tia 52 SEstdnh golgd 49, ¥y
A7k BOHel A BT, A AAAEE ZASA hot, AU o7
ol E38 £z A o@idolne A noid gots @ Ao B

A,

59) E8¥ Y 20219 AHAA2021. 11. 10. - 11)9] ot B A H QAT SATAL] &2 TAR=
¥R 5 AZES] EAHE A= Ao thalA B Zolgt= Zidd AFE 938l v St
60) https://artificialinventor.com/first-patent-granted-to-the-artificial-inventor-project/
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IETEETY e ouna

21 202103155, 22: SM0M2021. 43 &0/2021
&1: BOAD
71: BGRIMM TECHNOLOGY GROUP
T2: ZHANG, XINGROMG, LU, LIANG, ZHL,
YANGGE, ZHAD, ZHIQIANG, LUO, SIGANG, HAM,
LONG, XIOMNG, Wl
33 CH 31 2021102785586 32: 2021-03-18
S4: SULFIDE ORE FLOTATION COLLECTOR,
APPLICATION THEREOQOF AND SULFIDE ORE
;LOTATHH METHOD
]
The present invention provides a sulfide ore flotation
collactor, an application thereo! and & sulfide one
Mation method. A sulfide ore Bolation collecbor,
", E

e
having the folowing strectural formula: ™
wharsin R iz sslecied from alkylene, aromabic ring,
heterocyclic group or C2-C6 alkyl; R1 and R2Z ane
indepandantly selactad from H or C2-C1Z alkyl; A s
selecied from O, M, O, 5 or P, and X1 and X2 are
ingependently selected from groups comaining
carbon-sulfide bond structures. A sulfide ore flotation
method, comprising the following steps: using the
sulfide ore fotation collector to camy ouwt flotation on
sulfide ore raw materal. An application of the sulfide
o Botation collecior, whilch s usad Tor Nolaion of
sulfics ora conlaining o of mone of Cu, P, Zn, Fa,
A and Ag, or used for desg desulluri eation af iran
are concenrate. The sulfide aom fotation collscior
provided by the pressn application has sfrong ons
caollacting capacily and high selective collscling
performance for useful minerals.

H = = = ]

Valiersn s wig ©

21 202103242, 22 12052021, 43 B2452021
51: AB1M; BASD

T1: THALER. Stephean L.

T2: DARUS, The mvention was aulonomously
generaied by an artficial inlelligence

33: EP 31 1827T5163.8 32: 2018-10-17
33 EP 31 182TH174.3 32: 2018-11-07
fal: FOOD CONTAINER AND DEVICES AND
METHODS FOR ATTRACTING ENHANCED
ATTENTIZN
o =
A containar (10} for usa, for axampla, for bevarages,
has @ wall (12) with and external sudace (14) and an
ntesrnal wall {16} of substantially uniform thickness.
Thiz wall [12) has o fractal profile which provides o
warbes of frecial alamanis (18-2B) on the inbarar and
axteror surfaces (14-16), lorming pas (40} and
bulges (42} in the profile of the wall and in which a
pit (40) as sean from ond of the exierior oF inlerior
aurfaces (12, 14 forma & bulge (42) on the abfr of
the exieror or nbedor surfaces (12, 14). The profile
snables multipls containers to ke coupled iogether
by inter-angagemant of pits and bulges on
correaponding ones of the containars, The prolile
Al improves grip, as wall as haat ransfer inlo aed
oul ol the container, Devices for attracling enhanced
aftention include: an inpud signal of a lacunar pulse
irmin having charscterislics of a pulss frequency of
appraxirmataly four Herz and a pulse-irain fractal
dirmension of approximately one- hall, and ol leasl
ona controllable light source configurad 1o b
pulsatingly oparatsd by tha nput signal; whansin &
nmural lams smitted from at least one controllable
Eght source as a resull of the lscunar pulss train is
.ndlpbndl o Serve &S o unigusly-identiflable sgnad
VR tigll pating aflenion sources
by salaciivaly lnnnudnq wpman or arificesl anormaty-
detection filbers, thereby attracting enhanced
T R

21: 2021/03306. Z2: SM42021. 43 62472021
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63) https://www.epo.org/news-events/press/releases/archive/2020/20200128.html.(“In its
decision, the EPO considered that the interpretation of the legal framework of the
European patent system leads to the conclusion that the inventor designated in a
European patent must be a natural person. The Office further noted that the
understanding of the term inventor as referring to a natural person appears to be an
internationally applicable standard, and that various national courts have issued decisions
to this effect.”). EPO= 2020. 1. 28. &7¥st “EPO publishes grounds for its decision to
refuse two patent applications naming a machine as inventor #H= A4 o]} Z-& A3
£ AAlStL it

64) https://www.epo.org/news-events/press/releases/archive/2020/20200128 . html.(“Moreover,
the designation of an inventor is mandatory as it bears a series of legal consequences,
notably to ensure that the designated inventor is the legitimate one and that he or she
can benefit from rights linked to this status. To exercise these rights, the inventor must
have a legal personality that Al systems or machines do not enjoy.").
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A|178% Minor definitions (% 2]).
“computer-generated”, in relation to a work, means that
the work is generated by computer in circumstances such

that there is no human author of the work;

A9z A3 Authorship of work.

(1) In this Part “author”, in relation to a work, means
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work which is computer-generated, the author shall be
taken to be the person by whom the arrangements
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To register the Al as an inventor, we have to prepare some rules (i.e. regisiration name or

When the Al invention is to be acknowledged by law, Al can be an inventer bul net an awner of
number enly for the Al)

It is permitted to list Al as an inventer in the application, but the right is granted to a
the invention.

human being only.
Separation of the Inventorship and ownership, in case of the Al generated invention

= Suggestion

BASIC PRINCIPLE IN REVIEWING AN AI-RELATED LEGISLATION AND
® Principle

QUESTION#4,
A WAY FORWARD
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QUESTION#4,

4

A

BASIC PRINCIPLE IN REVIEWING AN AI-RELATED LEGISLATION AND

A WAY FORWARD

iManner) A relevancy of intemﬁunﬂ'._: 3

measures (Mationally vs. International Tr

rding Al inventor issues and legislative

» Opinion

International harmonization is needed as a form of freaty due fo the following reasons ;

1) The nature of the patent as a international tool for technological innovation

2) Rush to a certain couniry where Al generated result is lo be classified as a citizen(regisiered patent)

3) Legal imbalance between the countries as per the litigation which may couse a non-tariff barrier

3. Al &gel 3y H3

7h AL g E3EA B39 "ay ofF
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Question#1.

The status of examination or any litigations with respect to DABUS
application

Question#2-1.
Al technology ’ s contribution to an invention (or inventive processes)
Question#2-2.

The status quo of Al inventions from the perspective of “Al
technology > s level” and prospects of its future

Question#3.

Whether an Al-generated invention has differently been protected under
the law or not, and the necessity of an Al-related legislation in the
future

Question#4.

Basic principle in reviewing an Al-related legislation and a way forward

Question#5.

Major issues to be reviewed in preparation for an Al-related legislation
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